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Remarks 

Recension and aUo™*, of te clainB „ » 
amendments and the following remarks. 

'■ Clam Rejections Under 3j tt c.c. g jtwfl ,) 

Chins ,3 and 6-7 aland rejected under 35 U.S.C. | 10 2(b), as allegedly anticipated by 
B«ger. US. Patent No. <,499,,49. In response to the prior Office Acrion AppUcants 
dehneated foe differences between conations of Berger and foe insta^y^ 
-nposmon, l^ese differences primaruy focused on foe idendty of nendan, m n 
~ *»* of foe disclosed po,ysuoxanes. fo responding fo foe AppHo^ argnnteL" 
presented . foe las. amcndm*,, foe Examiner has averted mat foe ^nona, jCona, 
soups a. foe tenmnal ends of foe sil „xa». moiety are foe polyorefoane units" (Page 6 of foe 
penfong Offloe Action) of Berger's polyai,oxane chemically bound ,o a p„,yurefoan. The 
Apphcant respectfully traverees this rejection. 

Berger generally discloses po.ymeric compositions containing rt^ ^ -c 



the formula 
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where Q is a substituted or 

-SCO) NH. -KHSCO). ^ (0)N H-, ^ C( OH -C(0)C-, 0r ^ OH 
or substituted hydrocarbytene; R 1 , R >, tf. r < r , ^ r6 

unsubsbtuted or substituted hydrocarbyl- and x v and , •«* • „ , ^penaentiy, Js 
0 tn inn /o , o v y 0 ™^ and x, y and z each independently has a value from 

0*100. (Col. 2 Unes 1-31, emphasis added) Applicants asse,, as discussed below, that the 
polyene unn of Berger includes the entirety of the above formula and the above formula 
oesnot incite anyunits of ^^^^ wS ^^^ ^ 
for tins assertion can be found in the manner in which the poly,iloxane unit is bound Tor 
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polydkoane „f ft, above fom „ia h ^ ^ , bis(WioMl) polysilo:(aIle „ f fte 
formula 



9 

Ft — Q— Z— D— Sl> 
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x L 



O-Si 
R 



3 * 

i — - 




4 


y . 



O-Si 



R« 



-O-SJ-D-2-Q-F, 
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where F, is a Actional group attached directly to Q or bonded via an intermediate aliphatic 
group. F, can be any one of a group of highly reactive species. The appropriately 
Wl0naH2ed bis(fteiCma,) Po^oxane is then reacted with the appropriate monomers to 
form the polymer having the mcorporated polysiloxane unit. This is described with regard to 
polyrmides beginning at Col. 16, line 38 where the bis(a m ino)polysiloxan e is reacted with a 
dranhydnde. Sirniiariy it is described with regard to polyamide-imides beginning at Col 39 
hne 13, with regard to polycarbonates beginning at CoL 41, line 26, with regard to' 
polyphenylene sulfide beginning at Col. 42, line 52, and with regard to polyene 
beginning at Col. 44, line 5, just to name some of the described polymers, m each case, the 
chemrca, variable Z is included as part of the polysiloxane unit and is not part of the reactive 
morety that links the polysiloxane unit to the reminder of the polymer. Thus it is clear that 
Z is part of the t^ntina! moiRty of th , Dolvsi , oyanp 1mi - t „ nf ^ ^ ^ 

Examiner has asserted. Thus the Applicants believe that their assertion that Berger does not 
teach a silicon compound having only hydrocarbon functionality at the terminal silicon atoms 
is correct. Berger teaches a polysiloxane that contains functionality at the terminal ends of 
the siloxane moiety besides hydrocarbon (see the 2 group: -S-, -S(O)- -Scm 
S(0) 2 NH-, -NHSCCV, -C(0)NH-, -NHC(0 H -C(0)0-, or ,OC(0)). Sincere ele^enr 
requmng silicone compounds that contain only hydrocarbon functionality or silicone 
compounds requiring only hydrocarbon functionality at the termina! silicon atoms is not 
taught by Berger, Claims 3 and 6-7 are not anticipated by that reference. 

Accordingly, the Applicant respectfully requests reconsideration and removal of the 35 
U.S.C. § 102(b) rejections of Claims 3 and the dependent Claims 6-7. 
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4> Claim Rejections TTnrW 15 u s r § t 

overBe^geT ? ^ " ^ ~* * ^ § " «"»— 

For an obviousness rejection to be proper, the Examiner mus, meet the border, of 
Mbtatag cese of obviousnesa, U. tat aU element of fte invemion ere 

disclosed ,n <he prior an. /n re Plne _ 5 USJ>Q2d 

W*oit, 1S5 U.S J.Q. 494,496 (CCP A 107m. a m 

rr e » ^ « , » ); "• C *"* OT ' n°™xx«tia,ls Co., 927 

U S.P-Q.2d, 1016, 1023 (Fed. Or. 1996). 

Bom Claims 8 and 31 require one of two types of silicone compounds which™ not 

^ 8 ^ 31 b ° th ' — J only 

hydrocarbon functionality pendan, from me sihcon atoms of me siHcone compound or I 

. cone compomtd rt^ring hydrocarbon functionality „ me .erminal sihcon atoms f me 

module (see R , R - R » R » R » _ ^ ae detailed above, n. siHeone eompomtds of 

^ Clarms are chemical,y distinct from me polygenes described in Berge, As mentioned 

.he po ys^anea as laugh, by Berber have mnctionaJity a, their .erminal ends and 

d. amcnon^ty U no, pan of me bound polymer as suggested by me Examiner. Tbe 

oft 0 ^ ,S 7 10 "* "* P ° ,ySil0Xane " -* " ta < * « 

of.be „*ed pohyme, On. of ordinary ami in th. art womd no, be motivate, m momfy 

Berger . poysrioxane* to remove me fimcoonality or „ ^ fc ^ J 
— ends of me po.ysi.o.ane. .a Bergcr fai,s to teacb or sugge* Z JJ?£ 
*^o arbcone compounds. Cairns 8 and 3. bave no, been rendered obvious. Accmmngly 
the Appbcan, request reconsidemhon and remove, of m. , 103(a) rejections ,o a— 8 Id 

Clahna 3, 5-8. ,8. 20, and 31 etond rejected under 35 U.S.C. § !03(a) as allegedlv 

rsr a *• us - - n °- — 

Anderson generaily disclosea a photographic elemen, which includes a support a, 
1- *.ver bahde ligh, sensidve layer superposed on me support, and an outermost pin" 
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overcoat superposed on the support. The protective overcoat includes a water dispersible 
siloxane-containing polyurethane. 

The Examiner has stated, "Anderson does not disclose the same silicon compounds as 
recited in claims 3 and 18." (Office Action dated 6/5/2003, page 7) The Applicant agrees 
with that statement. The Examiner further stated, "the composition [of Berger] comprises the 
same material as claimed in claims 3 and 18." (Id.) The Applicant respectfully disagrees 
that Berger teaches the same siloxane compounds as required by independent Claims 3 and 
18. As described above, Berger's polysiloxane compounds do not teach or suggest either one 
of two types of silicone compounds required by the claims: a silicone compound containing 
only hydrocarbon functionality pendant from the silicon atoms of the silicone compound, or a 
silicone compound requiring hydrocarbon functionality at the terminal silicon atoms of the 
molecule (see R 9 , R >0 , R 13 , R 14 , R 15 , and R 16 ) as detailed above. As Berger fails to teach or 
suggest either of these two types of silicone compounds, independent Claims 8 and 31 have 
not been rendered obvious. Accordingly, the Applicant requests reconsideration and removal 
of the § 103(a) rejections for Claims 3 and 18 and dependent Claims 5-8, 20, and 31. 
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It is believed that the foregoing amendments and remarks folly comply with the 
Office Action and that the claims herein should now be allowable to the Applicant. 
Accordingly, reconsideration and allowance is requested 

If there are any additional charges with respect to this Amendment or otherwise, 
please charge them to Deposit Account No. 07-0862 maintained by Assignee. 



Respectfully submitted, 



CANTOR COLBURN LLP 




Patricia DeSimone 
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